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(Mary |. Sparrow, Managing Attorney).?!

Bef ore Hohein, Grendel and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:

ACH Direct Inc. has filed an application to register
the mark “ATMVERI FY” (in standard character form for
services ultimately identified as “providing bank account

verification informati on by nmeans of both private networks

! The above application was originally exanined by another
exam ni ng attorney, but was subsequently reassigned to the
attorney whose nane is shown to prepare the appeal brief.



Ser No. 76523001

(l eased/ dedi cated |ines) and secured public networks
(Internet SSL)” in International O ass 36.7

Regi stration was originally refused under Section
2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e)(1), on the
basis that “ATMVERI FY” is nerely descriptive of applicant’s
services. In its response, applicant argued against the
refusal based on descriptiveness but in the alternative
request ed anendnent of the application to seek registration
on the Suppl enental Register. Thereafter, the exam ning
attorney issued a new refusal under Section 23 of the
Trademark Act, 15 U. S.C. 81091, on the basis that
applicant’s alleged mark is incapable of identifying
applicant’s services because it is the generic termfor the
recited services.

When the refusals were nmade final, applicant appeal ed
to the Board and requested reconsideration. After the
exam ning attorney deni ed the request for reconsideration,
the Board resuned the appeal. Briefs have been filed, but
oral hearing was not requested.

As a prelimnary matter, in view of applicant’s

statenments in its request to anend to the Suppl enent al

2 Application Serial No. 76523001, filed June 16, 2003, under
Trademark Act Section 1(a), 15 U. S.C. 81051(a), asserting January
1, 2002 as the date of first use and first use in commerce.
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Register and in its brief, we find that the question of
descri ptiveness has been preserved for appeal. In order to
preserve the right to argue in the alternative, applicant
must request anmendnent to the Suppl enental Register prior
to appeal. While TMEP §801.02(b) (4'" ed. 2005) provides
that an applicant may not seek registration on both the
Principal and the Supplenmental Registers in the same
application, TMEP 88 816.05 and 1212.02(c) nmake it plain
that the applicant may submt an anmendnent (or request to
anend) to the Suppl enental Register and continue to argue
in the alternative that it is nonetheless entitled to
registration on the Principal Register in an appeal. See
al so TBMP 8§ 1215 (2d ed. rev. 2004). Accordingly, we nust
determ ne whether the mark is generic and, if not, whether
it is nmerely descriptive.

When a proposed mark is refused registration as
generic, the exam ning attorney has the burden of proving

genericness by "clear evidence" thereof. See Inre Merrill

Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567, 4

UsP2d 1141, 1143 (Fed. Cir. 1987); see also Inre Gould

Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Gr

1987). The critical issue is to determ ne whether the
record shows that nenbers of the relevant public primarily

use or understand the term sought to be registered to refer
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to the category or class of goods or services in question.

H. Marvin Gnn Corp. v. International Ass’'n of Fire Chiefs,

Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Gr. 1986); In

re Wonen's Publishing Co. Inc., 23 USPQ2d 1876, 1877 (TTAB

1992). Making this determ nation “invol ves a two-step
inquiry: First, what is the genus of goods or services at
i ssue? Second, is the termsought to be registered ..
understood by the relevant public primarily to refer to

t hat genus of goods or services?” Gnn, supra, 228 USPQ at
530. Evidence of the public’s understanding of a term may
be obtained fromany conpetent source, including testinony,
surveys, dictionaries, trade journals, newspapers and ot her

publications. See Merrill Lynch, supra, 4 USPQ2d at 1143

(Fed. Cir. 1987), and In re Northland Al um num Products,

Inc., 777 F.2d 1556, 227 USPQ 961, 963 (Fed. Cr. 1985).

We find that the genus of services at issue in this
case is adequately defined by applicant’s recitation of
servi ces, nanely, providing bank account verification
informati on by nmeans of both private networks
(1 eased/ dedi cated |ines) and secured public networks
(Internet SSL). Applicant’s specinmen of use and
advertising provide further clarification that the services
i nvol ve providing bank account information to nerchants

t hrough private and secured public networks.
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Turning to the second inquiry, the public’s
understanding of the term the relevant public as shown in
t he speci nen of use and by applicant’s statenents and
exhibits inits July 5 2005 Request for Reconsideration,
consi sts of nerchants, including “supermarkets, shops, and
other entities dealing with many custoners and their bank
accounts.” Br. p. 11.

I n support of her position that the rel evant public
understands applicant’s mark to primarily refer to bank
account verification services, the exam ning attorney
subm tted excerpts fromthird-party websites where the
phrases “ATM VERI FY” and “ATM VERI FI CATI ON' appeared or
where the term ATM appeared on the sane website as VERI FY
or VERI FI CATION. The nost pertinent portion fromeach of
the website excerpts follows (enphasis added):

Now with ATM Verify, you can determne (virtually

inreal-tine) the foll ow ng account

particul ars:...Anyone can use ATM Verify!...There

IS no requirenent to process your transactions

t hrough our systens, ATM Verify is available as a

st and- al one service. www. bi zcashfl ow. com

Wirking closely with our affiliate conpany ATM

Busi ness. Com Cash Now has secured certain ATM

Aut hentication technology that allows the ATM

conpany, to authenticate the authenticity of the

ATM card that is linked to the clients ATM

card... Verify consuner and busi ness bank-account

status information (via the STAR ATM network) so

that you can mtigate risk of accepting back

checks and maxi m ze business efficiency. W call
this Cash Now ATM Verify...Cash Now ATM Verify is
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the only solution that provides you with Real -
time account status information for both consumer
and busi ness accounts. Wth ATM Verify you can
determ ne, in Real-tine, whether the account
is...Cash Now ATM Verify can be utilized with any
of our products or services...Conbining NCN
Verify with Cash Now ATM Verify offers the

i censees the best negative and positive

dat abases in the industry — creating the

i ndustry’s prem er check verification
service...Pricing Regular License fee plus *ATM
Verify Fee...NCN Verify Fee... ww. cashfl ow. com

It is no longer difficult to verify ATM accounts
when accepting paynents online. In the past,
many nerchants refused to accept ATM paynents
because it was difficult to verify
them .. Verifying ATM account in real-tinme nmeans
there are no nore worries about customers making
purchases they can’'t afford. Their checking
accounts are checked instantly and are either
approved or declined. www. articl ei nsider.com

Real -time ATM Verification Solution...Checks are
still the nunber one way consuners prefer to nmake
paynments. But even el ectronic checks can bounce.
How do you give your consuners a choice and not
get stuck with bad checks? The answer — verify

t he account nunber through the ATM network with

t he AS-2002 Paynent Processing System

WWW. aut oscri be. com

W will not be offering the ATMverification due
to aflawin the system..Checkmatic i s working
with one of our partners to bring ATM
verification to our CheckMatic product |ine as
wel | as our ECC products. ATMverification wll
allowus to verify the validity of a consuner
account prior to exporting a transaction through
the ACH. www. checkmatic.com

But increasingly, the systens bei ng devel oped are
moving in the Services |ayer of network
architecture. In the nost basic sense, many of

t he newest products (fromlarge financial and
techni cal conpanies) are designed to expand the
exi sting financial services |layer of Credit/ATM
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verification to include new products and web
functionality...The Credit-ATM Model is proposed
for other uses as well, such as verification of
digital cash accounts that remain on a bank
server, or servicing of multiple account or
paynment options for consuners.

www. si nms. ber kel ey. edu;

Payway Direct now offers RT-Verify to verify your
custoner’s financial institution account status
invirtual real tine via the ATM network!...This
type of account status verification can determ ne
whet her a check is likely to be returned for a
specific cause. ww. paywaydirect.com

BankRegi stry’s optional Account Nunber/ATM
Verification can determ ne the current status of
a bank account nunber by querying an extensive
network that includes thousands of financial
institutions Iike Band of Anerica...ATM
Verification is also available with Lyons

I ntegrated Services. ww.l|yonsreg.com

XI D provides an ATM verification systemthat
aut henti cates each transaction at every
machi ne. . . ww. xi dt ech. com

Find information regarding Credit Card, ACH & EFT
processi ng and Atm Check Verification on our
site...More Atm Check Verification
Resources. .. El ectroni c paynent processing. ACH
debit. ACH credit...Check Verification Taken to

t he Next Level! ATMverify is it!.Real-Time Check
Verification through the ATM Network. .. ATM
Verify's Real -Tinme Check verification.

www. of ficeteller.com

El ectroni ¢ Check Recovery/Verification (ATM
Verification and NCN).
www. mi danmeri casol utions. com

For exanple, Verisity and Qualis Design provide E
Verification Conponents (EVCs), which are
reusabl e pieces of verification code based on
Verisity’'s E Verification | anguage. They save
the verification engineer valuable tine in
witing and rewiting the verification
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environnent for a standard interface. Just as
there is no value in designing your omn PCl, USB
or ATMinterface block, there is no value in
desi gning your own PCl, USB or ATM verification
infrastructure. wwv. us. design-reuse.com

Car dExAsi a2005 The 5'" Card Technol ogy Conference
& Exhi bition...2005 Kual a Lunpur. .. Exhibit
Profile... ATM verification/signature.

www. car dexasi a. com and

Custoners can | ookup deposits, nmaintain ATM
schedul es, ATM verification and bal anci ng

i nformati on, access custoner profiles, order coin
and currency and | ookup custoner service
inquiries. ww. unitedarnored.com

In response to the refusals, applicant submtted the
follow ng dictionary definitions:

ATM Abbrevi ation: 1. asynchronous transfer node

2. automated teller machine 3. automatic teller

machi ne.

Verification: 1. The act of verifying or the

state of being verified. 2a. A confirmation of

truth or authority. B. The evidence for such a

confirmation c. A formal assertion of validity.

3. Law An affidavit that attests to the truth of

a pl eadi ng.
The American Heritage Dictionary of the English Language
(4th ed. 2000).

In addition, applicant submtted the results froma
search, using the Google search engine, of the phrase *bank

account verification” plus “ATM in support of its argunent

that the generic nane of its services is “bank account
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verification,”?3

and copies of various agreenents with
certain entities referred to in the exam ning attorney’s
evi dence.

Appl i cant explains that its service “allows a nerchant
to determine in real tinme whether a custoner’s account is
currently overdrawn, frozen, closed, etc. Merchants and
only nmerchants are consuners of Applicant’s service.
Merchants receive Applicant’s bank account verification
services by connecting their conputers to the Internet
and/or private networks. It is very unlikely that any
reasonabl e nerchant may think that the mark, ‘ATMVERIFY' is
a nane of bank account verification service provided via
Internet and private networks.” Br. p. 11

Applicant clarifies that its service is not ATM
verification, but rather bank account verification.
Applicant states that the term ATMin applicant’s mark does
not refer to ATMteller machines but rather to
“Asynchronous Transfer Mde (ATM sw tches interconnected
by point-to-point ATMIinks or interfaces.” Applicant
argues that “[b]ecause this termis unknown to the rel evant

public and Applicant’s service is not provided via

® W note that such search results are of limted probative
value. Inre Fitch IBCA Inc., 64 USPQd 1058, 1060 (TTAB 2002)
(use in a search sunmmary nmay indicate only that the words in an
overal |l phrase appear separately in the website literature.)
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Aut omat ed Tel |l er Machi nes, there is no ground to suggest
that the relevant public may perceive the mark,

‘ ATMWERI FY,’ as a nane of bank account verification service
or a way of obtaining bank account verification information
via Internet and private networks.” Br. pp. 5-6.

Applicant notes that the ATM networks are part of the
Internet and further states that:

Al t hough Applicant’s service, speaking in
technical ternms, is provided via Asynchronous
Transfer Mbde (ATM networks, the nerchants

under stand the bank account verification service
as being provided via the Internet and private
networks. There is no ground to suggest that
merchants may think that the service is being
provi ded via Asynchronous Transfer Mbde Networks.
It will be fair to say that nerchants are not
even aware what an Asynchronous Transfer Mde
Network is. The fact that a mnority of conputer
techni ci ans understand the term “ATM Network” is
irrel evant since Applicant is seeking
registration in I C 036, Insurance and Conmerci al ,
and does not seek protection for any conputer or
scientific services where conputer specialists
woul d be potential custoners. Determ nation of
whet her or not a mark is nerely descriptive nust
be made in relation to the goods or services for
whi ch registration is sought.

Br. p. 11.

Applicant states that of the 14 exanples, submtted by
the exam ning attorney, of use of the phrase ATM VERI FY,
ATM VERI FI CATI ON, or ATM and VERI FY or VERI FI CATI ON used in
close proximty, 7 are applicant’s clients |licensed to use

their services and proposed mark. Wth regard to the

10
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excerpts that are not fromapplicant’s clients, applicant
notes that: (1) paywaydirect.com “shows the conposite
terms “atm and ‘verify' separated by twelve other words”;
(2) cardexasia.comis “dedicated to a conference and

exhi bition that took place on May 17-19, 2005 in Sel angor,
Mal aysia...fromthe content of this website it’s inpossible
to determine who is using the term ‘ATM Verification,” in
what country the termis used, and whether this termis
presently in usage...[or] whether this termrepresents any
services or products”; xidtech.com “represents usage of the
term‘ATM Verification Systemi for an unrel ated service”
specifically authentication of transactions at “every

machi ne, ensuring that the ATMcard is nontransferable and
t herefore cannot be used by anyone other than the owner”

uni t edar nour ed. com “represents anot her irrel evant usage of
the words ‘ ATM Verification’”; the “[o]ther internet
excerpts produced by the Exami ning Attorney are irrel evant

as they refer to * Check Verification/ Guarantee’,

“Verification Conponent’, ‘Success of Verification Reuse’,
‘“Verification Engineers’, ‘Verification Reuse Ecosysten,
and even ‘Language Run Verification Ecosystem’'” According

to applicant, only two website excerpts, autoscribe.com and
| yons. com (a subdi vi sion of autoscribe) “represent an

i ndependent usage of the term ‘ATM VERI FI CATION," for bank

11
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account verification services.” Br. pp. 4-5. Applicant
concludes that the other “excerpts are irrelevant as
either: a) featuring an out-of-context usage of words,
‘“Verification,” and/or ‘ATM’ or b) referring to the usage
of “ATM Verification’ for services and processes that are
different from Applicant’s bank account verification
service.” Br. p. 5.

The exam ning attorney argues that the fact that ATM
may have different neanings in other contexts is not
controlling on the question of genericness and that “the
terms in the proposed mark are not anbi guous, [given that]
verify nmeans verification and the ATMtells how the
verification is perfornmed via conputer network. There is
sinply no other way the relevant public will view this
mark.” Br. unnunbered p. 6. The exam ning attorney points
to the “ubi quitous usage of the terns ‘ ATM and ‘Verify’' or
‘“Verification” in connection with “check verification and
debit verification services.”

As not ed above, the evidentiary burden of establishing
genericness of a termrests with the Ofice and the show ng

nmust be based on clear evidence. Merrill Lynch, supra, 4

USPQ2d at 1143. Based on this record, we cannot say that
there is clear evidence to support a finding of

genericness. Half of the exanples provided by the

12
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exam ning attorney are applicant’s licensee’s using the
phrase ATM VERI FY in a manner that is not clearly generic
usage. There is not one exanple of use of the phrase ATM
VERI FY by an entity that is not applicant’s client. The
remai ni ng exanpl es where ATM appears w th VERI FI CATI ON or
wi th VERI FY separated by several words have no probative
val ue in determ ning whether the term ATWERI FY i s generi c.
At nost, the evidence presents a circunstance of m xed use.

See Merrill Lynch, supra. While this is a conpound word,

the record in this case is different fromln re Gould Paper

Corp., 834 F.2d 1017, 5 uUsSPQ2d 1110, 1111-1112 (Fed. Cr
1987) where the evidentiary burden was satisfied because
the O fice “produce[d] evidence including dictionary
definitions that the separate words joined to forma
conpound have a neaning identical to the neaning common
usage woul d ascribe to these words as a conmpound.” In In
re Goul d, SCREEN naned the object for which the WPE is
used. Here, ATM al though descriptive of the manner in
whi ch the service is provided, is not the nane of any part
of the bank verification service. Moreover, even in the
context of applicant’s services as identified, ATMcould

relate to either definition, the asynchronous transfer node

or automated tell er nmchine.

13
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Therefore, we find that the exam ning attorney has not
established a prima facie showing that the term*ATWERI FY”
is generic for applicant’s recited services.

We next address whether “ATMVERI FY” is nerely
descriptive of applicant’s recited services.

“Amark is nmerely descriptive if it ‘consist[s] nerely
of words descriptive of the qualities, ingredients or
characteristics of’ the goods or services related to the

mark.” In re Oppedahl & Larson LLP, 373 F.3d 1171, 71

usP@d 1370, 1371 (Fed. Cir. 2004), quoting, Estate of P.D

Beckwith, Inc. v. Conm ssioner, 252 U.S. 538, 543 (1920).

See also In re MBNA Anerica Bank N. A, 340 F.3d 1328, 67

usP2d 1778, 1780 (Fed. Cir. 2003). The test for

determ ning whether a mark is nmerely descriptive is whether
it imrediately conveys information concerning a quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is

used, or intended to be used. |In re Engi neering Systens

Corp., 2 USPQ2d 1075 (TTAB 1986); In re Bright-Crest, Ltd.,

204 USPQ 591 (TTAB 1979). It is not necessary, in order to
find a mark nmerely descriptive, that the mark describe each
feature of the goods or services, only that it describe a

single, significant quality, feature, etc. 1In re Gyul ay,

820 F.2d 1216, 3 USPR2d 1009 (Fed. Cr. 1987). Further, it

14
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is well-established that the determ nation of nere
descriptiveness nust be nmade not in the abstract or on the
basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely to
make on the average purchaser of such goods or services.

In re Abcor Dev. Corp., 588 F.2d 811, 200 USPQ 215, 218

( CCPA 1978).

Al t hough the evidence of record does not establish
that the term “ATMVERI FY” is generic, it does establish
that “ATMWERI FY” is nerely descriptive of a significant
feature of applicant’s services, specifically that its
services involve verifying informati on through the ATM
net wor k.

There is sufficient evidence to establish that the
terms ATM and VERI FY are descriptive of the services and
when conbi ned do not create a unique inpression. As shown
above, sone of the third-party websites show use of the
terns ATM VERI FY and VERI FI CATION to describe services in
the field of bank account verification. See, e.g.,
www. paywaydi rect. com and ww. | yonsreg.com Also, inits
brochure, applicant describes its service as providing
account verification through the ATM network. Finally, the

conbi nati on of the descriptive terns ATM and VERI FY does

15
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not create a new and uni que commercial inpression. Inre

Oppedahl & Larson LLP, 373 F.3d 1171, 71 USPQd 1370 (Fed.

Cir. 2004).

Therefore, we find that “ATMVERI FY,” when used in
connection with applicant’s bank account verification
service, would imedi ately informthe potential users of
t hose services that the services involve, in applicant’s
wor ds, “Account Verification Through the ATM NetworKk.”
Not hi ng requires the exercise of imagination, cogitation,
ment al processing or gathering of further information in
order for prospective users of applicant’s services to
perceive readily the nerely descriptive significance of
“ATMWERI FY” as it pertains to applicant’s services.

Deci sion: The refusal to register on the Principal
Regi ster based on nere descriptiveness under Section
2(e)(1) is affirnmed. The refusal to register on the
Suppl ement al Regi ster based on genericness under Section 23
is reversed and registration will issue on the Suppl enent al

Regi ster in due course.
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